TTAB

IN THE UNITED STATES PATENT AND TRADEMARK
OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL
BOARD

In the matter of trademark application Serial No.: 86766058
For the mark: Hair Goals
Published in the Official Gazette on: 16" February 2016

Hair Goals Ltd
\%

Cathy Holt

NOTICE OF OPPOSITION

Opposer Name (Business Trade Name): Hair Goals Ltd
Business Address: Unit 1, 97-101 Peregrine Road, Ilford,
Essex, 1G6 3XH, United Kingdom

legal@hairgoals.co.uk

Class: 003
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The above-identified opposer believes that it will be damaged
by registration of the mark shown in the above-identified
application, and hereby opposes the same.

Hair Goals Ltd is a hair care brand of Unit 1, 97-101
Peregrine Road, Hainault Business Park, Ilford, Essex, 1G6
3XH, itself (“Hair Goals Ltd” or “Opposer”) believes that it
will be damaged by registration of (“Cathy Holt” or
“Applicant”) of the mark HAIR GOALS shown in
Application Serial No. 86766058 (hereinafter also referred to
as “Applicant’s Mark™), filed on September 23, 2015 and
published for public opposition in the Official Gazette on
February 16, 2015; and, hereby opposes the same.



Hair Goals Ltd seeks to prevent pending application for mark
(‘serial number’) from being granted registration. Hair Goals
Ltd believes it will be damaged by the potential registration of
mark (‘86766058’).

Hair Goals Ltd is raising relative grounds in this opposition

proceeding. Under relative grounds, the Opposer (“Hair

Goals L.td”) is making a claim of prior rights in the trademark:
* Priority of use (Foreign priority date: July 2" 2015)

* [ ikelihood of confusion
* Business name/domain name/trade name use
e Well-known/famous mark

The grounds for opposition are as follows:

1. The Opposer (“Hair Goals Ltd”) filed for UK
trademark in July 2015 for classes 3, 9 and 25. The
trademark was fully registered in October 9, 2015.

2. Hair Goals Ltd filed for international trademark
protection for US and EM (European Union) via
WIPO in October 21, 2015. Hair Goals Ltd has
priority foreign filing date of July 2 2015.

3. Hair Goals Ltd has always had full intent to register
US trademarks from June 2015 however fees were
high according to quotes.

4. Hair Goals Ltd was given wrong information from
UK [PO that UK trademark had to be registered
before being allowed to register for worldwide
trademark protection via WIPO.

5. The Opposer’s Filing Date and the Opposer’s First
Use Date for the Opposer’s Mark is earlier than the
Applicant’s Alleged First Use Date for the
Applicant’s Mark.

6. Given this information, applicant’s filing of U.S.
Trademark Application Serial No. 86766058 is without
license, authorization, or permission from Opposer.

7. Trademark attorney of Cathy Holt should have
undertaken a global trademark search via tmview.com to
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EXHIBIT H - WHO IS for www.hairgoals.co.uk domain

purchased APRIL 2015
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EXHIBIT I — Google Analytics

Audience Overview
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Exhibit F — Extension of Time to Oppose Granted Until
06/15/2016

Extension of Time

Number: 8(.7066052 Filing Date: 03 L6
Status: Not Insttuted Status Date: 06,32
General Contact Number: 57: 272 8500
UNITER STATES PATENLAND TRADEMAKK O EICE Paralegal Name: ol 1RO

I'rademark Trial and Appeal Board
£.0. Box 1451

Alexandria. VA 22313-1151

Guneral Contact Namber 5712725510 Name: von, 2oty
Correspandence

Opposition #:
Defendant

ADLIARK C
Adaxu Agwanoby 1 NARLE AVE W
Hair Goals Ltd TUNNA VA 22180 5622
Unit 1. 87-101 Peregrine RoadHainault Business Park ITED STATLS

Uford, 1G6 3XH

s

Mailed: March 11, 2016 Serial #: it do b Naaytnyn Reqistration 0l
Application Status: 2oy vt e
Serial No.: 86766058 Mark: “AIR GOALS
ESTTA TRACKING NO: ESTTA732884 Potential Opposer
Name: - <
Correspondence; ~o 1 o
The request to extend Lme to oppose is granted until 615/2016 on bebulf of LA S0N

potenisa; opposer Hair Goals Ltd

Please do not hesitate to contact the Trademars Trini and Appeal Hoard at

Granted To Date:

(3T1272-8500 il you have any questions relating o ths exlension potential Opposer
Note from the Trademark Trial and Appeal Board Name.
Correspondence: -

TTAB furms for electrone fanyg of extensions of e w appose. notices ol uppusition.
petition for cancelation, notice of ex parte appeal. and anter partes filings are now

uvailable at Hp e . Dmuges of TTAB proceeding files can be viewed dsing

Granted To Date:

TIABVuC at TN Prosecution History
# Date

Note from the Trademark Trial aod Appenl Bourd Granted To Date: 0+,

. . Prasecution Histor
TTAB forms for elecrronic fling of extensions of tme o appose, notiees of oppos ¥
i P ¥
# Date History Text
pettion for cancellation, notee of ex parte appeal, and inter partes Almgs are new R
TLRMINATED

avaslaple at brig ot v, Images of TFAR procecding can he viewed

BASTED

T U

TTABVue at urp ttndes s

. . Search:

Exhibit G — Order: Serial ‘86766058 Inadvertently
Registered

‘O‘ searun:

Extension of Time
UNITED STATES PATENT AND TRADEMARK QY FICE
Trademark Trial and Appeal Board Number: &6
P.0. Box 115}
Alexandria, V.

Filing Date: 33/ 322014
Status Date: ¢

Status: “ot 1
General Contact Number: 771

120G

firneral € Lo Paralegal Name: * .

Opposition #:

Mailed: Jure 13. 2016 Detendant
Name:
Applicant: Holt, Cathy Correspondence: =2 AT
Scrial No.: 86766058 e,
Filed: 9232015 TLENIA,
Mark: HAIR GOALS INETED
e TR
MATTHEW H SWYERS -
THE TRADEMARK COMPANY
344 MAPLE AVE W PMB 131 Serial #: o Asieponest Registration #:
VIENNA VA 22180-5612 Application Status:
Mark: -

ADAKC AGWUNORI Potentiai Opposer
HAIR GOALS LTD Name:
UNIT 1, 97-101 PEREGRINE ROADHAINAULT BUSINESS PARK Correspondence: ~
ILTORD IG6 3XH
UNITED KINGDOM PIREGRING ROADHAIVAULT BUSIRE 5% PARK
Eric MeWilliams, Supervisory Paralegal: ,_,Qj‘;,

Granted To Date:
Patentiat Opposer
Name: - L
Correspondence: -.;

It aas vome w the Board's attention that Registration No. 4972352 (Serial No.

B6T66058), was registered inadveriently despite there being an ongoing extension of

time granted on behall of Hair Goals Ltd, until June 15, 2016,

Accordingly, the Board will forward the electronic reeord of 1he application Dile 1o
£F e ekl o

P @197

the Office of the Commissioner for Trademarks for consideratior of the cancellation

Granted To Date: 4 Lo
of the inadvertently issued registration. Prosecution History

375,010 GOz e prs A6TEE

# Date History Text
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Exhibit D — International Trademark Application No.
1297387
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Hair Goals Ltd

Unit 1, 97-101 Peregrine Road,
[lford, Essex,

1G6 3XH,

United Kingdom.

legal@hairgoals.co.uk

Exhibit A - Registration



‘HAIR GOALS’ dating back to 2014.

22. Opposer owns a magnitude of domains with the mark
‘HAIR GOALS?’ present dating back to April 2015 (full
intent to buy the ‘hairgoals’ domains from 2014), website
was launched immediately (April 2015) with a global
reach including the United States. United States had the
highest reach in April 2015 (see exhibit ) and beyond.
United States is biggest customer cohort.

23. Accordingly, Opposer’s Marks have become distinctive
and famous and, therefore, are subject to the protections
and remedies of Section 43(c) of the Lanham Act, 15
U.S.C. §1125(¢).

24. Registration of Applicant’s Mark will also injure
Opposer by causing a likelihood of dilution, through
blurring, of the distinctive quality of Opposer’s Marks.

25. Opposer has invested extensive amounts of time, effort
and money in protecting and policing its “HAIR
GOALS” trade name in the United Kingdom, United
States, Europe and throughout the world.

26. For the foregoing reasons, the registration sought
by Applicant is contrary to the provisions of Section
2 of the Lanham Act, and Opposer (“Hair Goals
Ltd) believes that it would be damaged thereby.

27. WHEREFORE, Opposer (“Hair Goals Ltd”)
respectfully requests that registration of the mark
shown in Application Serial No. 86766058 be
refused and that this Opposition be sustained in
favor of Opposer (“Hair Goals Ltd”)

By: /A.Agwunobi/ (CEO) Date: 07/06/2016

CERTIFICATE OF SERVICE

I, Adaku Agwunobi, hereby certify that a true and accurate
copy of the foregoing NOTICE OF OPPOSITION was served
by first class mail, postage prepaid, on June 15, 2016, upon
Hair Goals Ltd at the following address of record:



13. The granting of a trademark registration to Applicant
for Applicant’s Mark would violate and diminish the
prior and superior rights of Opposer.

14. Opposer would be damaged within the meaning of 15
U.S.C. §1063(a), if Applicant’s Mark is allowed to
register, because Applicant would obtain statutory rights
in Applicant’s Mark in violation and derogation of the
established prior rights of Opposer in Opposer’s Marks.

15. Applicant’s Mark is likely to be confused with and
mistaken for Opposer’s goods and services developed
and marketed under Opposer’s Marks, because
Applicant’s “HAIR GOALS” mark is confusingly similar
in sight and sound to Opposer’s Marks (the same mark —
‘HAIR GOALS”).

16. Upon information and belief, Applicant’s Mark is
intended to be used on and in connection with goods and
services that are confusingly similar to those of Opposer.

17. Upon information and belief, Applicant’s target
customer and consumer base for its services overlaps
with the customers and consumers of Opposer’s goods
and services.

18. Upon information and belief, Applicant’s channels of
trade for its services also overlaps with the channels of
trade used by Opposer, or exist within the natural realm
of expansion available to Opposer, for producing,
providing, marketing, selling, and otherwise distributing
its products and services.

19. Registration of Applicant’s Mark would give Applicant
prima facie evidence of the validity and ownership of
Applicant’s Mark, and of Applicant’s exclusive right to
use its “HAIR GOALS” mark, all to the detriment of

Opposer.

20. Prior to the application filing date for Applicant’s Mark,
Opposer’s Marks had become famous for Opposer’s
goods and services, and the public has come to associate
Opposer’s goods and services with the “HAIR GOALS”
trademark

21. Opposer owns all the social media accounts under mark



which they would have seen the UK ‘hairgoals’
trademarks. Furthermore, a search engine search would
have showcase use of the mark including ownership of
all social media under the name ‘hairgoals’ as well as an
active website.

8. Hair Goals Ltd was wrongly advised by UK IPO that US
trademark could only be filed through WIPO after the
trademark was fully registered hence why the WIPO
filing was dated October 21, 2015. There was always
intent to register US trademarks (evidence available).

9. Purchasers familiar with Opposer’s Goods and
services are likely to be mistakenly believe that the
Applicant’s products and Services are sponsored by,
authorized, endorsed, affiliated with or otherwise
approved by the Opposer (“Hair Goals L.td”)
because the HAIR GOALS Mark sought to be
registered and used by the Applicant is too
confusingly similar to the Opposer’s HAIR GOALS
mark (notably, the same). Opposer’s customers and
the relevant public are likely to misperceive
Applicant’s Mark as one of Opposer’s Marks,
and/or believe in error that the services offered
under Applicant’s Mark are offered by, in
association with, connected to, or under license
from Opposer (“Hair Goals 1.td”). Such confusion
would inevitably result in damage to Opposer.

10. Any defect, objection to, or fault found with Applicant’s
services marketed under Applicant’s Mark, would
necessarily reflect on and seriously injure the reputation
that Opposer has established for its premium and famous
goods and services.

11. Upon opinion and belief, Opposer’s use and registration
of Opposer’s Marks, pre- dates the filing date of
Applicant’s Mark.

12. Upon opinion and belief, Applicant’s Mark for class 3
and 26 has not been used in U.S. commerce and is not
currently in use in commerce — imagery attached to
trademark application looks incomplete and taken for the
purpose of the application.



